
Tim
ing Issues in the Patent Process (N

ovelty &
 A

nticipation; Statutory B
ars; Interference &

 Priority)
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35 U
.S.C

 
§ 102(a)

K
now

n or 
U

sed 
(Publicly)

O
thers

U
.S.

D
ate of 

Invention
N

o U
.S. 

patent.
* G

ayler v. W
ilder, 51 U

.S. (10 H
ow

.) 477 (1850).  H
olding: Patent valid. 

"Private" use of earlier product (fire-resistant safe) by another, w
ith the product 

subsequently forgotten, does not render latter (re-)invention non-novel.

* Rosaire v. Baroid Sales D
ivision, 218 F.2d 72 (5th C

ir. 1955).  H
olding: U

se of 
a m

ethod (of prospecting for oil) done openly and in the ordinary course of 
business is "public."

35 U
.S.C

 
§ 102(a)

Patented 
or 

Published

O
thers

A
ny 

C
ountry

D
ate of 

Invention
N

o U
.S. 

patent.
* See also M

ahurkar (1996) in 102(g) below
.

* Atlas Pow
er C

om
pany v. IREC

O
 Incorporated, 190 F.3d 1342 (Fed. C

ir. 1999). 
H

olding: Patent invalid (anticipated) because claim
ed invention (of explosive 

com
positions) w

as "inherent" in each prior art patent (even though key 
"sufficient aeration" elem

ent w
as not know

n by prior inventors).
35 U

.S.C
 

§ 102(b)
Patented 

or 
Published

A
nybody

A
ny 

C
ountry

O
ne Year 

prior to
U

.S. 
Filing

N
o U

.S. 
patent.

* In re K
lopfenstein, 380 F.3d 1345 (Fed. C

ir. 2004).  H
olding: Patent 

application anticipated.  A
 "printed publication" exists (1) by a three-day display 

(of 8 slides) (2) to an audience of D
r. PH

O
SITA

s (3) w
ith no attem

pt m
ade to 

prevent copying (4) and info could be easily be copied.
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Tim
ing Issues in the Patent Process (N

ovelty &
 A
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ars; Interference &

 Priority)

Statute
If Inven-
tion W

as
B

y
In

B
efore

T
hen

C
ase L

aw

35 U
.S.C

 
§ 102(b)

In Public 
U

se
(Except 

for 
Experi-
m

ental 
U

se)

A
nybody

U
.S.

O
ne Year 

prior to
U

.S. 
Filing

N
o U

.S. 
patent.

* C
ity of Elizabeth v. Am

erican N
icholson Pavem

ent C
o., 97 U

.S. (7 O
tto) 126 

(1878).  H
olding: Patent valid.  Public use for 6 years (of w

ooden pavem
ent, by 

"O
ld M

an N
icholson," cane in hand), w

ithout a sale, and w
ithout allow

ing others 
to m

ake or use the invention, is "experim
ental use" not "public use."

* Egbert v. Lippm
ann, 104 U

.S. 333 (1882).  H
olding: Patent invalid because 

use by one person (of corset springs), w
ithout restriction or lim

itation, 11 years 
before critical date is "public."

* Lorenz v. C
olgate-Palm

olive-Peet C
o., 167 F.2d 423 (3d. C

ir. 1948).  H
olding: 

Patent (for m
aking soap) invalid due to prior third-party public use.  N

ote: 
Inventor abandoned first patent application, C

olgate "pirated" invention, inventor 
filed second patent application.

* Lisle C
orp. v. A.J. M

anufacturing C
o., 398 F.3d 1306 (Fed. C

ir. 2005-02-11). 
H

olding: JM
O

L finding patent not invalid (and finding no "public use") 
affirm

ed.  U
se (of autom

obile tie rod tool) for 2.5 years is "experim
ental use" 

even absent M
N

D
A

 w
hen inventor has "prior w

orking relationships" w
ith 

prototype testers, contacts them
 every 2-4 w

eeks (sufficient control).  D
efendant 

has burden of proving invalidity by clear and convincing evidence.

* Electrom
otive D

ivision of G
eneral M

otors C
orp. v. Transportation System

s 
D

ivision of G
eneral Electric C

o., 417 F.3d 1203 (Fed. C
ir. 2005-07-28). 

H
olding: Patent invalid.  U

se (of bearings for locom
otive engines) is public 

because (1) control and (2) custom
er aw

areness m
ust exist to prove 

"experim
ental use."

* M
otionless K

eyboard C
o. v. M

icrosoft C
orp., 486 F.3d 1376 (Fed. C

ir. 2007). 
H

olding: N
o SJ.  A

 one-tim
e test (of an ergonom

ic keyboard) plus an N
D

A
 plus 

no continued use is not "public" use.
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Statute
If Inven-
tion W

as
B

y
In

B
efore

T
hen

C
ase L

aw

35 U
.S.C

 
§ 102(b)

O
n Sale

A
nybody

U
.S.

O
ne Year 

prior to
U

.S. 
Filing

N
o U

.S. 
patent.

* Evans C
ooling System

s, Inc. v. G
eneral M

otors C
orp., 125 F.3d 1448 (Fed. C

ir. 
1997).  H

olding: Patent (for auto cooling system
) invalid due to "on sale" bar, 

even though defendant m
ay have stolen the idea.

* Pfaff v. W
ells Electronics, 525 U

.S. 55 (1998).  H
olding: Patent invalid 

because (1) offer plus (2) "ready for patenting" ("enabling" draw
ings of 

com
puter chip socket) equals "on sale."

* Space System
s/Loral, Inc. v. Lockheed M

artin C
orp., 271 F.3d 1076 (Fed. C

ir. 
2001).  H

olding: Patent valid because not "ready for patenting" (m
ere 

conception plus non-enabling draw
ings follow

ed by additional developm
ent of 

satellite attitude control system
) at critical date.

* "Experim
ental U

se" can also disprove "ready for patenting."  Allen Eng'g 
C

orp. v. Bartell Indus. Inc., 299 F.3d 1336 (Fed. C
ir. 2002).

* Plum
tree Softw

are, Inc. v. D
atam

ize, LLC
, 473 F.3d 1152 (Fed. C

ir. 2006). 
H

olding: N
o SJ.  "O

n sale" can be show
n by (1) offer to perform

 patented 
m

ethod or (2) actually perform
ing patent m

ethod for com
m

ercial purposes.
35 U

.S.C
 

§ 102(e)
Filed in a 
Published 
or Issued 

Patent

A
nother

U
.S.

D
ate of 

Invention
N

o U
.S. 

patent.
* Alexander M

ilburn C
o. v. D

avis-Bourbonville C
o., 270 U

.S. 390 (1926). 
H

olding: Patent invalid (anticipated) because another filed it, in a patent 
application that m

atured into an issued patent, before the date of invention. 
C

odified as 102(e)(2).

*In re H
ilm

er (H
ilm

er I), 359 F.2d 859 (C
C

PA
 1966).  H

olding: Patent 
application (in 102(g) priority/interference m

atter) is not anticipated by foreign 
patent application, because the 102(e) date is the foreign patent application's 
U

.S. filing date, not its 119 priority date.

* A
m

erican Inventors Protection A
ct (A

IPA
) of 1999 codified 102(e)(1).
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Statute
If Inven-
tion W

as
B

y
In

B
efore

T
hen

C
ase L

aw

35 U
.S.C

 
§ 102(g)

(2)

Inventive 
A

ctivity 
(M

ade 
and 

C
ontin-

uously 
U

sed)

A
nother

(w
ho did 
not 

A
bandon, 

Suppress, 
or 

C
onceal 

it)

U
.S.

D
ate of 

Invention
N

o U
.S. 

patent.
* In re H

ilm
er (H

ilm
er II), 424 F.2d 1108 (C

C
PA

 1970).  H
olding: Patent 

application (in 102(g) priority/interference m
atter) is not rendered obvious by 

foreign patent application (in com
bination w

ith another reference), because the 
102(g) date is the foreign patent application's U

.S. filing date, not its 119 priority 
date.

* G
riffith v. K

anam
aru, 816 F.2d 624 (Fed. C

ir. 1987).  H
olding: A

bandoned. 
Three m

onths of inactivity (C
ornell w

aiting for funding and student graduation) 
before "reduction to practice" (of diabetes drug) by first to conceive results in 
priority given to second to conceive.

* M
ahurkar v. C

.R. Bard, Inc., 79 F.3d 1572 (Fed. C
ir. 1996-03-29).  H

olding: 
Patent valid and not anticipated by catalog w

hen anticipation testim
ony of 

inventor is corroborated by third-party w
ritten evidence.  A

lthough a 102(a) 
novelty ("printed publication") case, M

ahurkar borrow
s from

 102(g) 
priority/interference jurisprudence (regarding "reasonable diligence" and 
"reduction to practice") to determ

ine date of invention.

* Fujikaw
a v. W

attanasin, 93 F.3d 1559 (Fed. C
ir. 1996-08-28).  H

olding: N
ot 

abandoned.  Three m
onths of inactivity (unexplained) after "reduction to 

practice" (of cholesterol drug) by first to conceive does not give priority to 
second to conceive.

* Thom
pson, S.A. v. Q

uixote C
orp., 166 F.3d 1172 (Fed. C

ir. 1999).  H
olding: 

Patent invalid (anticipated).  A
nticipation testim

ony of disinterested expert 
w

itness does not require corroboration.  First C
A

FC
 case using 102(g) for 

anticipation instead of priority (priority/interference proceedings being its 
intended use).

* A
fter Thom

son (in 2000 as part of the A
IPA

), 102(g) w
as split into tw

o: 102(g)
(1) for interferences, 102(g)(2) for prior art.  102(g)(2) includes so-called "secret 
prior art."
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